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Claim Rejections - 35 USC § 102 and 103 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the L 
invention was made to a person having ordinary skill in the art to which said subject matter pertains 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1 ,2,5-7 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Tanaka et al (5,523,267). 

Tanaka et al teach a silicon nitride sintered body further including .5-8 mole % 
rare earth oxide such as scandium. See specifically examples 15 of Table 1 and 19 of 
table 5. The silicon nitride product further includes 1-100 parts based upon 100 parts 
of the silicon nitride component of a silicon carbide component. Example 1 9, Table 5 
shows 10 parts silicon carbide in combination with 100 parts of the silicon nitride and 
scandium. 

It is well settled that when a claimed composition appears to be substantially the 
same as a composition disclosed in the prior art, the burden is properly upon the 
applicant to prove by way of tangible evidence that the prior art composition does not 
necessarily possess characteristics attributed to the CLAIMED composition In re 

f£Si£L 1 £? d 705, 15 USPQ2d 1655 (Fed " Circ - 199 °); ln re F'tzgerald, 619 F.2d 67 
205 USPQ 594 (CCPA 1980); In re Swinehart, 439 F.2d 2109, 169 USPQ 226 (CCPA ' 
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4. Claims 1,5-8 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Morgan et al (4,401,768), Oda et al 
(5,804,523) and Yoshida et al (5,219,500). 

Morgan et al teach a sintered silicon nitride body including .5-25 mole% 
scandium oxide. 

Oda et al teach an example with 3 mole% scandium oxide, see example 4-21 . 
Yoshida et al teach a silicon nitride composite including 1-5 mole% scandium 
oxide, see Table 1, examples 1,6. 

It is well settled that when a claimed composition appears to be substantially the 
same as a composition disclosed in the prior art, the burden is properly upon the 
applicant to prove by way of tangible evidence that the prior art composition does not 
necessarily possess characteristics attributed to the CLAIMED composition In re 
Spada, 91 1 F.2d 705, 15 USPQ2d 1655 (Fed. Circ. 1990); In re Fitzgerald 619 F 2d 67 
205 USPQ 594 (CCPA 1980); In re Swinehart, 439 F.2d 2109, 169 USPQ 226 (CCPA ' 
1971). v 

Conclusion 

5. Claims 3,4 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. The prior art of record fails to teach or fairly 
suggest the claimed combination of components as set forth in claims 3 and 4. 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Karl E. Group whose telephone number is 571-272- 
1368. The examiner can normally be reached on M-F (6:30-4:00) First Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Bell can be reached on 571-272-1362. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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